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LANL License Agreement No.

EXCLUSIVE FIELD-OF-USE PATENT LICENSE AGREEMENT

THIS LICENSE AGREEMENT is entered into by and between THE REGENTS OF THE
UNIVERSITY OF CALIFORNIA, a nonprofit educational institution and a public corporation of
the State of California having its principal office at 1111 Franklin Street, Oakland, CA 94607,
hereinafter referred to as the “University,” and !/--NAME AND ADDRESS OF LICENSEE,
AND STATE OF INCORPORATION---, hereinafter referred to as the “Licensee,” the parties to
this License Agreement being referred to individually as a “Party,” and collectively as “Parties.”

The University conducts research and development at Los Alamos National Laboratory for the
U.S. Government under Contract No. W-7405-ENG-36, hereinafter referred to as the “Contract,”
with the U.S. Department of Energy.

Rights in inventions and technical data made in the course of the University’s research and
development at Los Alamos National Laboratory are governed by the terms and conditions of the
Contract.

Certain TECHNOLOGY !!/---INSERT SHORT STATEMENT DESCRIBING THE
TECHNOLOGY!! has been developed in the course of the University’s research and
development at Los Alamos National Laboratory.

The University desires that such TECHNOLOGY be developed and utilized to the fullest extent
possible so as to enhance the accrual of economic and technological benefits to the U.S.

domestic economy, and is therefore willing to grant an exclusive license to the Licensee in
PATENT RIGHTS that protect the TECHNOLOGY.

The Licensee desires to obtain from the University certain exclusive rights for the commercial
development, manufacture, use, and sale of the TECHNOLOGY.

Now, therefore, the Parties agree as follows:

1. DEFINITIONS{tc “1. DEFINITIONS”\I 1}

1.1 “TECHNOLOGY” means technical information, know-how, data and PATENT
RIGHTS owned or controlled by the University and relating to //---COPY DESCRIPTION OF
LICENSED TECHNOLOGY ABOVE---!!

1.2 “PATENT RIGHTS” means the University’s rights arising from the U.S. and
foreign patents or applications, including any continuing applications, divisionals, and reissues
thereof (but not including continuations-in-part); and the patents issuing on applications,
identified in Appendix A, incorporated herein by reference.

1.3 “LICENSED METHOD(S)” means any method, procedure or process whose use,
but for the license granted to the Licensee herein, would constitute an infringement of a
subsisting claim of a patent or patent application identified in Appendix A.

1.4  “LICENSED PRODUCT(S)” means any article of manufacture, machine or
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composition of matter whose manufacture, importation, use, sale, or offer for sale, but for the
license granted to the Licensee herein, would constitute an infringement of a subsisting claim of
a patent or patent application identified in Appendix A.

1.5 “LICENSED INVENTION(S)” means any LICENSED PRODUCT or
LICENSED METHOD.

1.6 “SALES” means disposing of a LICENSED PRODUCT by sale, lease, or other
transaction for consideration or practicing LICENSED METHOD for consideration. SALES
occur when consideration is received for disposition of LICENSED PRODUCT or practice of
LICENSED METHOD or when LICENSED PRODUCT is invoiced or delivered to a third
person, whichever occurs first.

1.7 “SALES PRICE” means the invoice prices for SALES or, if LICENSED
INVENTIONS are not sold but otherwise disposed of, the selling price at which products of
similar kind and quality, sold in similar quantities as LICENSED INVENTIONS, are being
offered for sale by the Licensee. Where such LICENSED PRODUCTS are not currently being
offered for sale by the Licensee, the SALES PRICE for purposes of computing royalties is the
average selling price at which similar kind and quality, sold in similar quantities, are then
currently being offered for sale by other companies. If such products are not currently sold or
offered for sale by others, then the SALES PRICE, for purposes of computing royalties, is the
Licensee’s cost of manufacture determined by the Licensee’s customary accounting procedures,
plus the Licensee’s standard mark-up.

1.8  “NET SALES” means the gross amounts for SALES at SALES PRICE by the
Licensee and its sublicensee(s), less the following deductions where applicable: (a) SALES
returns; (b) normal and customary allowances; (c) trade discounts; (d) SALES to the U.S.
Government pursuant to Paragraph 4.2 and (e) transportation charges, duties and tariffs only if
separately stated on an invoice; but before the deduction of sales and excise taxes, costs of
insurance, and agents’ commissions.

1.9  “FIELD-OF-USE” means a limitation on the application or utilization of
PATENT RIGHTS and is defined in Appendix A.

2. GRANT{tc “2. GRANT”\I 1}

2.1 The University grants to the Licensee, subject to Paragraphs 2.2 and 2.3, an
exclusive license to make, have made, use, import, sell and offer to sell, and have sold
LICENSED INVENTIONS under the PATENT RIGHTS, with the right to sublicense others
under the terms of Article 3, limited to the FIELD-OF-USE.

2.2 Rights not expressly granted to the Licensee herein are expressly reserved to the
University.

2.3 The University expressly reserves the right to use the TECHNOLOGY, including
the right to make, have made, use and have used LICENSED INVENTIONS for any
noncommercial purpose, including, but not limited to, Cooperative Research and Development
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Agreements, Work for Others Agreements, and User Facility Agreements.

2.4 The U.S. Government has a nonexclusive, nontransferable, irrevocable, paid-up
license to practice or have practiced throughout the world, for or on behalf of the U.S.
Government, inventions covered by the University’s PATENT RIGHTS, and has certain other
rights under 35 U.S.C. 200-212 and applicable implementing regulations.

2.5 Under 35 U.S.C. 203 the U.S. Department of Energy has the right to require the
Licensee to grant a nonexclusive, partially exclusive or exclusive license under the PATENT
RIGHTS in any FIELD-OF-USE to a responsible applicant or applicants in accordance with 48
CFR 27.304-1(g).

2.6 The Licensee will make available to the University and will grant an irrevocable,
paid-up, royalty-free nonexclusive license to the University to make, have made, use, and have
used for any purpose permitted under the Contract any improvements or developments to the
TECHNOLOGY made by the Licensee.

3. SUBLICENSES({tc “3. SUBLICENSES”\I 1}

3.1 The University grants to the Licensee the right to grant sublicenses to third parties
to make, use, import, sell and offer to sell LICENSED INVENTIONS in the FIELD-OF-USE in
which the Licensee has current exclusive rights under this License Agreement.

3.2 Sublicenses granted under this clause must contain all of the conditions,
restrictions and reservations of this License Agreement, except for those provisions related to
fees and royalties, and must preserve the rights and reservations of the University and the U.S.
Government existing under this License Agreement.

33 The Licensee must provide the University with a copy of each sublicense within
thirty (30) days after its execution.

3.4.  The Licensee must pay to the University the payments prescribed in Appendix B.
With respect to any sublicense, this obligation continues as long as a sublicense granted by the
Licensee is in effect, and is an obligation of the Licensee whether or not royalty payments are
actually received by the Licensee from its sublicensee(s).

3.5  The Licensee must deliver to the University copies of all progress and royalty
reports delivered to the Licensee by the Licensee’s sublicensees. With respect to any sublicense,
this obligation continues as long as a sublicense granted by the Licensee is in effect.

3.6  Termination of this License Agreement by the Licensee automatically operates as
an assignment by the Licensee to the University of all Licensee’s right, title and interest in and to
each sublicense granted by the Licensee. If this License Agreement is terminated by either
Party, any sublicensee(s) not in default of the terms and conditions of its sublicense agreement
with the Licensee must make a written election to the University to continue such sublicense
agreement as a license agreement with the University. The Licensee will give its sublicensee(s)
written notice thirty (30) days prior to effective date of termination of this License Agreement.
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Sublicensee(s) must make such written election to the University within thirty (30) days
thereafter. The University’s obligations under any assigned sublicense are limited only to the
University’s obligations under this License Agreement.

4. FEES AND ROYALTIES {tc “4. FEES AND ROYALTIES” \l 1}

4.1 In consideration for the rights, privileges and license granted under this License
Agreement, the Licensee must pay to the University the fees and royalties specified in Appendix
B, incorporated herein by reference.

4.2  Notwithstanding Paragraph 4.1 above, the Licensee has no obligation to pay
royalties on any SALES of any LICENSED INVENTION to the U.S. Government or any agency
thereof or any U.S. Government contractor that certifies that its purchase of the LICENSED
INVENTION is for or on behalf of the U.S. Government. The Licensee must not impose royalty
charges on SALES of LICENSED INVENTION to U.S. Government entities, and must refund to
them any royalty collected on such SALES.

4.3 Royalty payments are to be calculated based on NET SALES during the quarterly
periods extending from January 1 through March 31 (first quarter), April 1 through June 30
(second quarter), July 1 through September 30 (third quarter), and from October 1 through
December 31 (fourth quarter) of each year, for as long as this License Agreement remains in
effect. The first royalty payment due under this License Agreement is based on NET SALES
from the effective date of this License Agreement to the end of the quarterly period which
includes such effective date. Subsequent royalty payments are due concurrently with the Royalty
Reports, pursuant to Paragraph 6.2, on the following dates:

May 31 for the calendar quarter beginning January 1 and ending March 31.
August 31 for the calendar quarter beginning April 1 and ending June 30.
November 30 for the calendar quarter beginning July 1 and ending September 30.

February 28 for the calendar quarter beginning October 1 and ending December 31.

4.4  All payments due the University must be paid in U.S. currency to the University,
at the address set forth in Paragraph 19. The Licensee must convert NET SALES invoiced in
foreign currency into equivalent U.S. currency at the exchange rate for the foreign currency
prevailing as of the last day of the reporting period, as reported in the Wall Street Journal®.

5. DILIGENCE({tc “5. DILIGENCE”\l 1}

5.1 The Licensee will use its best efforts to bring one or more LICENSED
INVENTIONS to market through a thorough, vigorous and diligent program for exploitation of
the PATENT RIGHTS and to continue active, diligent marketing efforts for LICENSED
INVENTIONS throughout the life of this License Agreement.

5.2 To be in compliance with Paragraph 5.1, the Licensee must meet the Milestones
set out in Appendix C, incorporated herein by reference.
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5.3  Article 5 is a material term of this Agreement, without which the license grant
under Article 2 would not have been made, and the Licensee’s failure to perform in accordance
with Paragraphs 5.1 and 5.2 is grounds for the University to terminate this License Agreement
pursuant to Paragraph 9.1.

6. REPORTS {tc “6. PROGRESS REPORTS”\I 1}

6.1 Progress Reports. The Licensee will submit to the University a semiannual
progress report covering activities by the Licensee related to the development and testing of all
LICENSED INVENTIONS and obtaining government approvals necessary for marketing them.
These progress reports will be provided to the University to cover the progress of the research,
development and commercialization activities, until NET SALES exceed One Million Dollars
($1,000,000). Progress reports shall comply with the report format shown in Appendix D.
Reports marked by the Licensee as proprietary financial or business information of the Licensee
will be treated by the University as proprietary information.

Progress reports are due on the following dates:

e August 31 for the calendar half beginning January 1 and ending June 30.
e February 28 for the calendar half beginning July 1 and ending December 31.

6.2  Royalty Reports. The Licensee must submit quarterly royalty reports. Royalty
reports shall comply with the report format shown in Appendix E. Reports marked by the
Licensee as proprietary financial or business information of the Licensee will be treated by the
University as proprietary information.

IF NO SALE, SUBLICENSE OR USE OF LICENSED INVENTION HAS BEEN MADE
DURING A REPORTING PERIOD, A STATEMENT TO THIS EFFECT MUST BE SENT TO
THE UNIVERSITY.

Royalty reports are due on the following dates:

May 31 for the calendar quarter beginning January 1 and ending March 31.
August 31 for the calendar quarter beginning April 1 and ending June 30.
November 30 for the calendar quarter beginning July 1 and ending September 30.

February 28 for the calendar quarter beginning October 1 and ending December 31.

7. BOOKS AND RECORDS({tc “7. BOOKS AND RECORDS” \l 1}

7.1 The Licensee must keep books and records according to Generally Accepted
Accounting Principles, accurately showing all activities related to commercializing LICENSED
INVENTIONS by the Licensee and its sublicensees under the terms of this License Agreement.
Such books and records must be open to inspection and audit on a proprietary basis by
representatives or agents of the University at reasonable times, but in no event more than once
for each calendar year, for the purpose of verifying the accuracy of the royalty and progress
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reports and the royalties due. The Licensee may request that any such inspection and audit be
conducted by an independent auditor, in which event the Licensee will pay the costs of the
auditor.

7.2 The fees and expenses of the University’s representatives performing the
inspection and audit will be borne by the University. However, if the audit discloses an error in
royalties owed the University of more than five percent (5%) of royalties paid to the University,
then the Licensee will pay the fees and expenses of said representatives within thirty (30) days
after receipt of invoice.

7.3 The Licensee’s books and records related to LICENSED INVENTIONS must be
preserved for at least five (5) years from the date that the royalty payments were due.

8. TERM OF THE LICENSE AGREEMENT{tc “8. TERM OF THE LICENSE
AGREEMENT” \l 1}

8.1 This License Agreement will be effective upon execution by the Parties and the
University’s receipt of the License Issue Fee specified in Appendix B.

8.2  This License Agreement is in full force and effect from the effective date and
remains in effect until the expiration of the last to expire of the patents included within the
University’s PATENT RIGHTS, unless sooner terminated by operation of law or by acts of
either of the Parties in accordance with the terms of this License Agreement.

9. TERMINATION BY THE UNIVERSITY {tc “9. TERMINATION BY THE
UNIVERSITY” \I 1}

9.1 If the Licensee fails to deliver to the University any report when due, or fails to
pay any royalty or fee when due, or if the Licensee breaches any other material term of this
License Agreement, including, but not limited to, Article 5, DILIGENCE, the University may
give written notice of default to the Licensee. If the Licensee fails to cure the default within
thirty (30) days from the date of delivery of the notice of default to the Licensee, the University
has the right to terminate this License Agreement. This License Agreement will terminate upon
delivery of written notice of termination to the Licensee. Termination does not relieve the
Licensee of its obligation to pay any royalty or license fees due or owing at the time of
termination and does not impair any accrued right of the University.

9.2  The Licensee must provide notice to the University of its intention to file a
voluntary petition in bankruptcy or, where known to the Licensee, of another party’s intention to
file an involuntary petition in bankruptcy for the Licensee, said notice must be received by the
University at least thirty (30) days prior to filing such petition. The University may terminate
this License Agreement upon receipt of such notice at its sole discretion. The Licensee’s failure
to provide such notice to the University will be deemed a material, pre-petition, incurable breach
of this License Agreement and the License Agreement will terminate automatically on the date
of filing such voluntary or involuntary petition in bankruptcy.
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10. TERMINATION BY THE LICENSEE({tc “10. TERMINATION BY THE LICENSEE”
\[ 1}

10.1  The Licensee may terminate this License Agreement by giving written notice to
the University. Such termination will be effective ninety (90) days from the date of delivery of
the notice, and all the Licensee’s rights under this License Agreement will cease as of that date.

10.2  If the Licensee terminates this License Agreement in the absence of a material
breach by the University, the Licensee agrees to pay the University seventy percent (70%) of the
total remaining Annual License Fees that would be owed in the absence of termination, in a lump
sum as liquidated damages, on the effective date of termination.

10.3  Termination pursuant to this Article does not relieve the Licensee of any
obligation or liability accrued by the Licensee prior to the effective date of termination or affect
any rights of the University arising under this License Agreement prior to termination.

11. PATENT PROSECUTION, MAINTENANCE AND DISCLAIMER({tc “11. PATENT
PROSECUTION, MAINTENANCE AND DISCLAIMER” \l 1}

11.1  The University will file, prosecute, and maintain the U.S. and international patent
applications and patents listed in Appendix A. The costs associated with U.S. cases will be
borne by the University. The costs associated with international cases will be borne by the
Licensee pro rata with other extant licensees for each national case. The University will provide
the Licensee, upon the Licensee’s request, with copies of relevant documentation relating to any
such patent prosecution. The Licensee will hold such documentation in confidence in the same
manner as if it were the Licensee’s financial or business information or trade secrets.

11.2  The University will use its best efforts to amend U.S. or international patent
applications identified in Appendix A to include reasonable claims requested by the Licensee if
such claims are required to protect commercial applications of the LICENSED INVENTION.
Requested amendments will be introduced into the patent applications at the sole discretion of
the University.

11.3  The Licensee understands and agrees that the prosecution of patent applications is
uncertain and that certain claims therein may not be allowed or may receive narrower breadth of
scope than when originally filed and that patent applications may not issue as a U.S. and/or
international patent. Therefore, the University provides no representation or warranty that any of
the patent applications identified in Appendix A will issue as a U.S. and/or international patent
or that the scope of claims coverage of any resulting patent issuing thereon will have the same
scope of claims coverage as when filed by the University or when reviewed by the Licensee.

11.4  The University agrees to provide written notification to the Licensee if any of the
patent applications identified in Appendix A receive a final rejection, and further agrees to
review recommendations from the Licensee and/or the Licensee’s patent attorneys as to how to
further the University’s prosecution efforts. However, it will be at the University’s sole
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discretion whether the University implements the prosecution advice of the Licensee and/or the
Licensee’s patent attorneys.

11.5  The University agrees to provide written notification to the Licensee if the
University intends to terminate prosecution of any of the patent applications identified in
Appendix A. Acceptance by the University of allowed claims in any of the patent applications
and allowing the patent applications to proceed to issuance with these claims, or abandonment of
any of the patent applications will be at the sole discretion of the University.

11.6  The University will invoice the Licensee for costs under Paragraph 11.1 as
expenses are incurred or estimated by the University and the Licensee must pay such invoices
within thirty (30) days of the invoice date. The Licensee’s obligations to pay costs of foreign
patents and patent applications continues until this License Agreement expires or is terminated
by either Party or until such time as Appendix A is amended to delete one or more national
cases, irrespective of when the University actually pays the expenses.

11.7  The Licensee may request amendments to Appendix A, Foreign Patent Rights, in
writing to the University, provided such requests are made at least ninety (90) days before any
action on the cases affected by the requested amendment is due. The failure of the Licensee to
include countries in Appendix A for international patent rights will be considered an election by
the Licensee not to secure such rights. The University has the right to seek patent rights in any
country for which a patent application has not been filed as of the effective date of this
Agreement or for which the Licensee has not elected to secure such international rights and
may seek additional licensees of such rights.

12. USE OF NAMES, TRADENAMES AND TRADEMARKS AND NONDISCLOSURE
OF AGREEMENT TERMS {tc “12. USE OF NAMES, TRADENAMES AND
TRADEMARKS” \I 1}

12.1  Nothing contained in this License Agreement confers any right to use in
advertising, publicity, or other promotional activities any name, tradename, trademark, or other
designation of either Party hereto or the Department of Energy or Los Alamos National
Laboratory (including any contraction, abbreviation, or simulation of any of the foregoing).
Unless required by law, the use of the name “University of California,” “The Regents of the
University of California,” or the name of any facility or campus of the University of California is
expressly prohibited.

12.2  The University may disclose to third parties the existence of this License
Agreement and the extent of the grant in Article 2, but will not disclose information identified as
proprietary by the Licensee herein, if any, except where the University is required to release
information under either the California Public Records Act or other applicable law. A decision
to release information under applicable law will be at the sole discretion of the University.

12.3  The Licensee may disclose to third parties the existence of this License
Agreement and the terms and conditions to the extent determined appropriate by the Licensee.
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12.4  The University acknowledges that the Licensee considers Appendices C and D of
this License Agreement to contain proprietary business information of the Licensee and
Appendices C and D are marked as such. All other portions of this License Agreement are non-
proprietary.

13. WARRANTY AND DISCLAIMER {tc “13. WARRANTY AND DISCLAIMER” \I 1}

13.1 The University warrants that it is the lawful owner of the PATENT RIGHTS
listed in Paragraph 1.2.

THE TECHNOLOGY IS PROVIDED AS IS, WITHOUT WARRANTY OF
MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE OR ANY OTHER
WARRANTY, EXPRESS OR IMPLIED. NEITHER THE UNIVERSITY NOR THE U. S.
GOVERNMENT MAKES ANY REPRESENTATION OR WARRANTY THAT THE
LICENSED PRODUCTS OR LICENSED METHODS WILL NOT INFRINGE ANY PATENT
OR OTHER PROPRIETARY RIGHT. IN NO EVENT WILL THE UNIVERSITY OR THE
U. S. GOVERNMENT BE LIABLE FOR ANY INCIDENTAL, SPECIAL, OR
CONSEQUENTIAL DAMAGES RESULTING FROM EXERCISE OF THIS LICENSE OR
THE USE OF LICENSED PRODUCTS OR LICENSED METHODS.

13.3  Nothing in this License Agreement will be construed as:

a. a warranty or representation by the University or the U. S. Government as to
the validity or scope of the University’s PATENT RIGHTS;

b. an obligation to bring or prosecute actions or suits against third parties for
patent infringement, except as provided in Article 14;

c. conferring by implication, estoppel, or otherwise any license or rights under
any patents of the University or the U. S. Government other than the
University’s PATENT RIGHTS; or

d. an obligation by the University or the U. S. Government to furnish any
know-how, technical assistance, or technical data other than as stated in
Article 2 above.

13.4 NEITHER THE UNITED STATES NOR THE UNITED STATES
DEPARTMENT OF ENERGY, NOR THE UNIVERSITY NOR ANY OF THEIR
EMPLOYEES, AGENTS OR CONTRACTORS MAKES ANY WARRANTY, EXPRESS OR
IMPLIED, OR ASSUMES ANY LEGAL LIABILITY OR RESPONSIBILITY FOR THE
ACCURACY, COMPLETENESS, OR USEFULNESS OF ANY SOFTWARE,
INFORMATION, APPARATUS, PRODUCT, OR PROCESS DISCLOSED, OR
REPRESENTS THAT ITS USE WOULD NOT INFRINGE PRIVATELY OWNED RIGHTS.

14. INFRINGEMENT{tc “14. INFRINGEMENT” \I 1}

14.1 In the event that the Licensee learns of the substantial infringement of any
PATENT RIGHTS under this License Agreement, the Licensee will notify the University in
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writing and will provide the University with reasonable evidence of such infringement. The
Licensee will not notify a third party of the infringement of any PATENT RIGHTS without first
obtaining consent of the University, which consent will not be unreasonably withheld. The
Parties will use their best efforts in cooperation with each other to terminate such infringement
without litigation.

14.2  If the Licensee desires that PATENT RIGHTS be enforced against infringers, the
Licensee may request permission from the University to file suit against the infringement of
PATENT RIGHTS or may request that the University take legal action against the infringement
of PATENT RIGHTS. Such request must be made in writing and must include reasonable
evidence of such infringement and damages to the Licensee. If the infringing activity has not
been abated within ninety (90) days following the receipt of such request, the University will
have the right to elect to

a. commence suit on its own account;
b. commence suit jointly with the Licensee; or
c. refuse to participate in such suit.

The University will give notice of its election in writing to the Licensee by the end of the 100"
day after receiving such request from the Licensee. The Licensee may thereafter bring suit for
patent infringement if and only if the University elects not to commence suit and if the
infringement occurred during the period and in a jurisdiction where the Licensee had exclusive
rights under this License Agreement. In the event, however, the Licensee elects to bring suit in
accordance with this Paragraph, the University may thereafter join such suit at its own expense.
Both parties agree to be bound by the outcome of a suit for patent infringement through the
pendency of such a suit under this Paragraph.

14.3  Any legal action under this Article will be at the expense of the Party initiating
the legal action. The Licensee will bear all expenses of any action brought by the Licensee under
this Article, including attorney fees and costs of both Parties in the defense of any declaratory
judgment actions or counter-claims brought by the infringer. If legal action is brought by the
Licensee, the University is entitled to twenty-five percent (25%) of any damage recovery based
on lost profits of the Licensee or a reasonable royalty. Legal action brought jointly by the
University and the Licensee and fully participated in by both will be at the joint expense of the
Parties and all recoveries will be shared jointly by them in proportion to the share of expenses
paid by each.

14.4  Each Party will cooperate with the other in proceedings instituted hereunder,
provided expenses are borne by the Party bringing suit. Litigation will be controlled by the Party
bringing suit, except that the University will control the litigation if brought jointly. The
University may be represented by its choice of counsel in any suit brought by the Licensee.

14.5 Neither Party will settle or compromise any suit without the other Party’s written
consent.
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15. WAIVER({tc “15. WAIVER” \l 1}

15.1 No waiver by either Party of any breach or default of any of the covenants or
terms of this License Agreement will be deemed a waiver as to any prior, subsequent and/or
similar breach or default.

16. ASSIGNMENT AND CONTROLLING INTEREST{tc “16. ASSIGNABILITY” \I 1}

16.1 This License Agreement may be assigned by the University, but is personal to the
Licensee and assignable by the Licensee only with the prior written consent of the University.

16.2  In the event that a controlling interest in the Licensee is obtained by an entity
different than the entity having a controlling interest on the effective date of this License
Agreement, the University may terminate this License Agreement at its discretion, which
discretion will not be exercised unreasonably. The Licensee will notify the University ninety
(90) days prior to any such change in controlling interest.

17. INDEMNIFICATION({tc “17. INDEMNIFICATION™ \I 1}

17.1  The Licensee will and require its sublicensees to indemnify, hold harmless, and
defend the University and the U.S. Government, their officers, employees, and agents; the
sponsors of the research that led to the TECHNOLOGY ; the inventors of any invention covered
by patents or patent applications in PATENT RIGHTS (including the LICENSED PRODUCT
and LICENSED METHOD contemplated thereunder) and their employers against any and all
claims, suits, losses, damage, costs, fees, and expenses resulting from or arising out of exercise
of this license or any sublicense. This indemnification will include, but will not be limited to,
any product liability.

17.2  The Licensee, at its sole cost and expense, will insure its activities in connection
with the work under this License Agreement and obtain, keep in force, and maintain insurance or
an equivalent program of self insurance as follows:

a. Comprehensive or Commercial Form General Liability Insurance
(contractual liability included) with limits as follows:

Each Occurrence $5,000,000
Products/Completed Operations Aggregate $5,000,000
Personal and Advertising Injury $5,000,000

General Aggregate (commercial form only) $5,000,000

b. It should be expressly understood, however, that the coverages and limits
referred to under the above will not in any way limit the liability of the
Licensee. Within thirty (30) days of receiving a written request from the
University, the Licensee will furnish the University with certificates of
insurance or evidence of self-insurance documenting compliance with all
requirements. Such certificates will:
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1. Provide for 30 day advance written notice to the University
of any modification;

il. Indicate that the University has been endorsed as an
additional Insured under the coverages referred to under the
above; and

iil. Include a provision that the coverages will be primary and

will not participate with or be excess over any valid and
collectable insurance or program of self-insurance carried
or maintained by the University.

17.3  The University will promptly notify the Licensee in writing of any claim or suit
brought against the University or the U.S. Government in respect of which the University or the
U.S. Government intend to invoke the provisions of this Article. The Licensee will keep the
University informed on a current basis of its defense of any claims pursuant to this Article.

18. LATE PAYMENTS({tc “18. LATE PAYMENTS” \I 1}

18.1 In the event royalty payments or fees are not received by the University when
due, the Licensee will pay to the University the amount due plus interest calculated at the rate of
0.83 percent (0.83%) per month from the date the payment or fee was due to the date payment is
actually made.

19. NOTICES({tc “19. NOTICES” \l 1}

19.1 Any notice or payment required to be given to either Party will be deemed to have
been properly given and to be effective on the date of

a. delivery if delivered in person;

b. mailing if mailed by first-class certified mail; or

c. mailing if mailed by any express carrier service that requires the recipient
to sign the documents demonstrating the delivery of such notice of
payment;

to the respective addresses given below.
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In the case of the Licensee:

I!COMPANY NAME AND ADDRESS!!

Attention: !!Name of CONTRACTS
ADMINISTRATOR!!

Telephone: !!Area Code and number!!
Facsimile: /!Area Code and number!!
Email address: !!Email address!!

For Courier Service:

Los Alamos National Laboratory
Industrial Business Development Office
Bikini Atoll Road, Bldg. SM-30

Los Alamos, NM 87545

Attention: License Compliance Officer
Telephone: (505) 665-9091

LANL License Agreement No.

In the case of the University:

Los Alamos National Laboratory
Industrial Business Development Office
P.O. Box 1663, Mail Stop C334

Los Alamos, New Mexico 87545
Attention: License Compliance Officer
Telephone: (505) 665-9091

Facsimile: (505) 665-0154

For pavments due the University:

Los Alamos National Laboratory
Industrial Business Development Office
P.O. Box 462

Los Alamos, NM 87544

Attention: License Compliance Officer

20. FORCE MAJEURE({tc “20. FORCE MAJEURE” \l 1}

20.1  Neither Party is responsible for delay or failure in performance of any of the
obligations imposed by this License Agreement if the failure is caused by fire, flood, explosion,
lightning, windstorm, earthquake, subsidence of soil, court order or government interference,
civil commotion, riot, war, or by any cause of like or unlike nature beyond the control and

without fault or negligence of either Party.

21. EXPORT CONTROL LAWS({tc “21. EXPORT CONTROL LAWS”\I 1}

21.1 Licensee acknowledges and understands that the export of commodities and/or
related technical data from the United States may require an export license from the Bureau of
Export Administration, and that failure to obtain such export license may result in criminal
liability under federal law. For the information of the Licensee, the University has determined
that LICENSED INVENTION may fall within export control category //INSERT CATEGORY
NUMBER!!. Licensee understands that the University determination may not be relied upon by
Licensee and that Licensee must obtain an independent export control classification prior to
exporting any commodity or technical data utilizing LICENSED INVENTION. Licensee will
inform the University of the results of Licensee’s export control determination. Failure of
Licensee to comply with this requirement is a material breach of this Agreement for which the
University has the right to terminate this Agreement pursuant to paragraph 9.1.
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22. PREFERENCE FOR UNITED STATES INDUSTRY {tc “22. PREFERENCE FOR
UNITED STATES INDUSTRY” \I 1}

22.1 LICENSED PRODUCTS or products produced through the use of LICENSED
METHOD must be manufactured substantially in the United States.

23. DISPUTE RESOLUTION({tc “23. DISPUTE RESOLUTION™ \I 1}

23.1 The individuals designated in Paragraph 19 agree to exert their best efforts to
resolve disputes arising from this License Agreement. In the event that any claim or controversy
arising out of this License Agreement cannot be resolved by the aforestated individuals or their
successors, such matter will immediately be referred jointly to the respective management of
each Party who will meet and undertake to resolve the matter. In the event these individuals fail
to resolve the matter within sixty (60) days of referral of the matter to them, either Party may
give the other Party notice of its intention to seek other recourse.

24. PATENT MARKINGf{tc “24. PATENT MARKING” \I 1}

24.1 The Licensee agrees to mark, in accordance with the applicable patent marking
statute, all LICENSED PRODUCTS, and their containers, which have been made, used, sold or
otherwise transferred to a third party, under the terms of this License Agreement.

25. GOVERNING LAW {tc “25. GOVERNING LAW”\I 1}

25.1 THIS AGREEMENT WILL BE INTERPRETED AND CONSTRUED IN
ACCORDANCE WITH THE LAWS OF THE STATE OF CALIFORNIA, excluding any choice
of law rules that would direct the application of the laws of another jurisdiction.

26. SURVIVAL({tc “26. SURVIVAL “\l 1}

26.1 When this License Agreement expires or is terminated in accordance with the
terms hereof, the following Articles will survive any expiration or termination:

Article3  SUBLICENSES

Article 7  BOOKS AND RECORDS

Article 11 PATENT PROSECUTION, MAINTENANCE AND DISCLAIMER
Article 12 USE OF NAMES, TRADENAMES, AND TRADEMARKS

Article 13 WARRANTY AND DISCLAIMER

Article 17 INDEMNIFICATION

Article 18 LATE PAYMENTS

Article 26 SURVIVAL
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27. GOVERNMENT APPROVAL OR REGISTRATION {tc “27. GOVERNMENT
APPROVAL OR REGISTRATION “\l 1}

27.1 If this License Agreement or any associated transaction is required by the law of
any nation to be either approved, permitted or registered with any governmental agency, the
Licensee will assume all legal obligations to do so. The Licensee will notify the University if the
Licensee becomes aware that this License Agreement is subject to a U.S. or foreign government
reporting, permitting, or approval requirement. The Licensee will make all necessary findings
and pay all costs including fees, penalties and all other out-of-pocket costs associated with such
reporting, permitting or approval process.

28. DISPOSITION OF LICENSED PRODUCTS ON HAND UPON TERMINATION{{tc
“28. DISPOSITION OF LICENSED PRODUCTS” \I 1}

28.1  Upon termination of this License Agreement, the Licensee will have the
privilege of selling all previously made or partially made LICENSED PRODUCTS, but no
more, within a period of 120 days. The sale of such LICENSED PRODUCTS will be
subject to the terms of this License Agreement including, but not limited to, the payment of
royalties based on the NET SALES of LICENSED PRODUCTS at the rates and at the times
provided herein and the rendering of reports in connection therewith.

29. MISCELLANEOUS{tc “29. MISCELLANEOUS” \I 1}

29.1 The headings of the several sections of this License Agreement are included for
convenience of reference only and are not intended to be a part of or to affect the meaning or
interpretation of this License Agreement.

29.2  No amendment or modification of this License Agreement is binding on the
Parties unless made in a writing executed by duly authorized representatives of the Parties.

29.3  This License Agreement, with the attached Appendices, embodies the entire
understanding of the Parties and supersedes all previous communications, representations, or
understandings, either oral or written, between the Parties relating to this License Agreement.

29.4 In the event any one or more of the provisions of this License Agreement is held
to be invalid, illegal, or unenforceable in any respect, the invalidity, illegality, or
unenforceability will not affect any other provisions hereof, and this License Agreement will be
construed as if such invalid or illegal or unenforceable provisions had never been part of this
License Agreement.

29.5 This License Agreement has been negotiated and prepared jointly by both Parties
and shall not be construed for or against any Party.
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IN WITNESS WHEREOF, both the University and the Licensee have executed this License
Agreement, in duplicate originals, by their respective officers on the day and year hereinafter
written.

THE REGENTS OF THE UNIVERSITY OF CALIFORNIA:

By:
Printed
Name:

Title:

Date:

[Name of LICENSEE]:

By:
Printed
Name:

Title:

Date:
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APPENDIX Af{tc “APPENDIX A — PATENT RIGHTS AND FIELD-OF-USE “\I 1}
PATENT RIGHTS

1. U.S. Patent Rights
2. Foreign Patent Rights

3. Field-Of-Use:
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PROPRIETARY INFORMATION OF THE LICENSEE. TREAT AS SENSITIVE INFORMATION. NOT
SUBJECT TO PRODUCTION UNDER A FREEDOM OF INFORMATION ACT (FOIA) REQUEST.

1. Fees

APPENDIX Bftc “APPENDIX B — FEES AND ROYALTIES” \l 1}

FEES AND ROYALTIES

A non-refundable License Issue Fee of thousand U.S. Dollars
($__,000.00), which is due and payable upon execution of this License Agreement.

Annual License Fees, as cash payments, are due and payable according to the
following schedule:

The University will credit the Annual License Fee for a particular calendar year
against any royalties earned during that same year. After the royalties accumulated
during a given year equals the Annual License Fee previously paid to the University
on February 28" of that same year, Licensee shall consider such credit as having
been fully applied and shall begin paying actual royalties earned for the remainder
of that same calendar year.

In addition to royalties pursuant to Section 2 of this Appendix, fifty percent (50%)
of other consideration, including, but not limited to, equity, and sublicense issue
and annual fees received from sublicensee(s) in consideration for the LICENSED
INVENTION.

Patent Issue Fees of thousand U.S. Dollars ($__,000.00),
payable to the University within thirty (30) days after receiving official notice from
the University

Foreign patent filing fees of thousand U.S. Dollars
($__,000.00), payable to the University in accordance with Article 11 of this
License Agreement.

2. Royalties

The Licensee and its’ sublicensee(s) will pay the University a royalty of /! ---ROYALTY
RATE AS NEGOTIATED---!! of NET SALES during the term of this License Agreement.

PROPRIETARY INFORMATION OF THE LICENSEE. TREAT AS SENSITIVE INFORMATION. NOT
SUBJECT TO PRODUCTION UNDER A FREEDOM OF INFORMATION ACT (FOIA) REQUEST.
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PROPRIETARY INFORMATION OF THE LICENSEE. TREAT AS SENSITIVE INFORMATION. NOT
SUBJECT TO PRODUCTION UNDER A FREEDOM OF INFORMATION ACT (FOIA) REQUEST.

APPENDIX C{tc “APPENDIX C - MILESTONES” \I 1}

MILESTONES
[The following milestones are examples subject to negotiation and will change depending
on scope of license.]

1. The Licensee will develop a working model on or before and
permit an in-plant inspection by the University on or before ,and
thereafter permit in-plant inspections by the University at regular intervals
with at least () months between each such inspection.

2. The Licensee will make first SALES of a commercial product based on
LICENSED INVENTION or first commercial use of LICENSED
INVENTION on or before . The term “commercial” does not
include uses or sales for purposes of demonstration or testing or for securing
regulatory approvals.

3. The Licensee will make gross SALES according to the following schedule:

!Yearl!! (units or dollar volume)
!!Year2!! (units or dollar volume)
l!Year3!! (units or dollar volume)
!!Year4!! and each year thereafter (units or dollar volume)

4. (Other milestones depending on invention being licensed)

PROPRIETARY INFORMATION OF THE LICENSEE. TREAT AS SENSITIVE INFORMATION. NOT
SUBJECT TO PRODUCTION UNDER A FREEDOM OF INFORMATION ACT (FOIA) REQUEST.
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APPENDIX Ditc “APPENDIX D - REPORT FORMAT” \l 1}

PROGRESS REPORT FORMAT

Date of Report:
Reporting Period: (] January 1 — June 30
O July 1 — December 31

1. Development:

Progress towards commercialization and milestones (Appendix C)
Problems encountered

Pre-commercialization marketing efforts

Any shift in time-line from original business plan

Expected launch date

Any improvements, new patents, derivative works, etc. arising from the work

2. Commercialization:

First commercial sale in the U.S.
First commercial sale outside the U.S.
Sales, production or other royalty-generating activity

Royalty calculations and royalties due

3. Continuing:

Continued efforts in evolving the product/service
Improvements
Sublicenses

Any problems which would potentially effect the License Agreement

[

[ ]

[ ]

e Foreign registrations, licenses, commercialization, etc.

[ ]

® Any infringements of intellectual property (as provided in the License Agreement)
[ ]

Any potential litigation involving the licensed intellectual property

4. Of General Interest:
e Promotional material, news releases, etc.
e (Company annual reports
e Testing activity, scientific publications
® Any feedback, positive or negative

e Suggestions
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APPENDIX Ef{tc “APPENDIX E - ROYALTY REPORT FORMAT” \l 1}

ROYALTY REPORT FORMAT

Licensee: Agreement No.:

Period Covered: [0 January 1 — March 31
O April 1 —June 30
1 July 1 — September 30
I October 1 — December 31

Approved By: Date:

Note: If license covers several major product lines or sublicenses, please prepare a separate
report for each line or sublicense. Then combine all product lines or sublicenses into a summary
report. Under a separate coversheet, indicate any issue fee, annual license fee and royalties in
excess of annual fees due the University.

All reports must be submitted in U.S. Dollars.

*Units | Gross **Less Net Sales | Royalty | Exchange | Royalty
Sold Sales Allowances Rate Rate** Amount ($)
Company $ $ $
USA N/A
(excluding
Government)
N/A
N/A
Canada
Europe
Japan
Other
US N/A N/A
Government
N/A N/A

* The number of LICENSED INVENTIONS sold or distributed by the Licensee and if
permitted by License Agreement, the number sold by the Licensee’s sublicenses.

** As allowed by License Agreement
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